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DETAILED ACTION 

1 . This Action is in response to Amendment Paper #7 of Application Number 
09/697.113 received on 01 April 2004. 

2. Claims 1 , 3-20, and 22-27 are presented for examination. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1 , 3-20. and 22-27 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Cloutier et al. (U.S. Patent Number 6.535,586), hereinafter referred 

to by Cloutier, in view of Goldfinger et al. (U.S. Patent Number 6,449,344) hereinafter 

referred to by Goldfinger. 

3. Regarding claims 1 and 20. Cloutier discloses a system and method of providing 
message notification for a user comprising the steps of: 

coupling a message notification application to a server, wherein the server stores 
messages for the user (Cloutier. col. 3, lines 50-61); 

registering the message notification application to at least one instant messaging 
service (Cloutier. col. 4, lines15-25. Cloutier teaches a system for notification of 
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electronically stored messages that may be implemented using any type of devices 
capable of receiving a message); 

Cloutier also discloses alerting the user of the receipt of new messages, working 
in conjunction with other messaging system architectures (Cloutier. col. 3, lines 33-41). 

However. Cloutier does not disclose accessing one of the at least one instant 
messaging service by the user; 

signing the user onto the message notification application by adding the user to a 
buddy list of the message notification application thereby associating the user to the one 
instant messaging service which the user is currently accessing; and 

sending an instant message notification from the message notification application 
via the one instant message service to the user when a message arrives on the server 
for the user. 

In an analogous art of the networking field, Goldfinger discloses a communication 
system using including accessing one of the at least one instant messaging service by 
the user (Goldfinger. col. 5, lines 35-50, Goldfinger teaches notifying that the user is 
connected to the system); 

signing the user onto the message notification application by adding the user to a 
buddy list of the message notification application thereby associating the user to the one 
instant messaging service which the user is currently accessing (col. 6. lines 3-35, 
Goldfinger teaches a server containing a list of connected users which updates the lists 
of sought users predefined by users connected to the system); and 
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sending an instant nnessage via the one instant message service to the user 
when a message arrives on the server for the user (col. 6, lines 35-50, Goldfinger 
teaches a server sending a message to a user when it arrives from another user). 

Therefore, it would have been obvious to one in the ordinary skill in the art at the 
time of the invention to combine the system for notification and retrieval of electronically 
stored messages as disclosed by Cloutier, with the communication system using an 
instant messaging service as disclosed by Goldfinger to provide notification from the 
message notification application via an instant messaging service to the message 
recipient when a message arrives on the server for the user for the benefit of providing 
instant or direct notification to the user upon the receipt of a message (Cloutier, col. 1 , 
lines 45-47), 

4. Regarding claims 3 and 22, Cloutier and Goldfinger show all of the features of 
the invention, substantially as claimed, as described in claim 1 and 20, including 
retrieving the message by accessing the server (Goldfinger, col. 6, lines 40-45, 
Goldfinger teaches the server sending a message after checking if the user is still 
connected). 

5. Regarding claims 4 and 23, Cloutier and Goldfinger show all of the features of 
the invention, substantially as claimed, as described in claim 3 and 22, including 
wherein the server is one of an application, a voice messaging and a unified messaging 
server (Goldfinger, col. 5, lines 30-35). 
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6. Regarding claims 5 and 24, Cloutier and Goldfinger show all of the features of 
the invention, substantially as claimed, as described in claim 3 and 22, including 
accessing the server by one of sending a request to the message notification 
application and using a telephone (Goldfinger, col. 5, lines 24-30). 

7. Regarding claims 6 and 25, Cloutier and Goldfinger show all of the features of 
the invention, substantially as claimed, as described in claim 3 and 22, including 
retrieving messages from the server by an internet appliance (Goldfinger, col. 5, lines 
25-30). 

8. Regarding claims 7 and 26, Cloutier and Goldfinger show all of the features of 
the invention, substantially as claimed, as described in claim 3 and 22, including 
deleting a message using an internet appliance without retrieving the message from the 
server (col. 6, lines 50-65, Goldfinger teaches authorization for users to decide which 
users can send them messages). 

9. Regarding claims 8 and 14, Cloutier discloses an apparatus and system for 
providing message notification and allowing a user to instantly review new messages 
comprising: 

a message notification application registered to the at least one instant 
messaging service, wherein the message notification application includes a buddy list 
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onto which the user is added, thereby associating the user to one of the at least one 
instant message service that the user is currently using (Cloutier, col. 4, lines 15-25, 
Cloutier teaches a system for notification of electronically stored messages that may be 
implemented using any type of devices capable of receiving a message); and 
a server for storing messages and providing a medium for the message 
notification application to operate (Cloutier, col. 3, lines 50-61). 

Cloutier does not disclose an internet appliance to access the server and receive 
an instant message notification from the message notification application via the one 
instant messaging service, the instant message notification indicates that a new 
message is stored on the server for the user 

In an analogous art in the networking field. Goldfinger discloses at least one 
instant messaging service (Goldfinger, col. 4, lines 49-60); and 

an internet appliance to access the sen/er and receive an instant message 
notification from the message notification application via the one instant messaging 
service, the instant message notification indicates that a new message is stored on the 
server for the user (col. 6, lines 50-65, Goldfinger teaches users on a computer 
terminal being able to receive messages). Goldfinger also teaches users having a list 
of sought users (col. 6, lines 3-15). 

Therefore, it would have been obvious to one in the ordinary skill in the art at the 
time of the invention to combine the system for notification and retrieval of electronically 
stored messages as disclosed by Cloutier, with the communication system using an 
instant messaging service as disclosed by Goldfinger to provide notification from the 
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message notification application via an instant messaging service to the message 
recipient when a message arrives on the server for the user for the benefit of providing 
instant or direct notification to the user upon the receipt of a message (Cloutier, col. 1 , 
lines 45-47). 

10. Regarding claims 9 and 15, Cloutier and Goldfinger show all of the features of 
the invention, substantially as claimed, as described in claims 8 and 14, including 
further comprising means for automatically adding the user to the buddy list of the 
message notification application in response to the user signing up to receive messages 
with the message notification application (Goldfinger, col. 5, line 35 through col. 6, line 
25, Goldfinger teaches a list of users updated when they sign on to the system). 

1 1 . Regarding claims 1 0 and 1 6, Cloutier and Goldfinger show all of the features of 
the invention, substantially as claimed, as described in claims 8 and 14, including 
wherein the message notification application comprises means for sending the user the 
instant message notification through the at least one instant messaging service when a 
message arrives for the user (Goldfinger, col. 6, lines 35-50). 

12. Regarding claims 1 1 and 17, Cloutier and Goldfinger show all of the features of 
the invention, substantially as claimed, as described in claims 8 and 14, including 
retrieving the message from the server by one of sending a request to the message 
notification application and using a telephone (Goldfinger, col. 5. lines 24-30). 
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13. Regarding claims 12 and 18, Cloutier and Goldfinger show all of the features of 
the invention, substantially as claimed, as described in claims 8 and 14, including 
wherein the server is one of an application, a voice messaging and a unified messaging 
server (Goldfinger, col. 5, lines 30-35). 

14. Regarding claims 13 and 19, Cloutier and Goldfinger show all of the features of 
the invention, substantially as claimed, as described in claims 8 and 14, including 
deleting the message using the Internet appliance without retrieving the message from 
the server (Goldfinger, col. 6, lines 50-65, Goldfinger teaches authorization for users to 
decide which users can send them messages). 

15. Regarding claim 27, Cloutier discloses a method of providing a voice messaging 
notification application for a user in an instant messaging system comprising the steps 
of: 

coupling a message notification application to a server, wherein the server stores 
messages for the user (Cloutier, col. 3, lines 50-61 ); 

registering the message notification application to at least one instant messaging 
service (Cloutier, col. 4, lines 15-25, Cloutier teaches a system for notification of 
electronically stored messages that may be implemented using any type of devices 
capable of receiving a message); 
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However, Cloutier does not disclose accessing one of the at least one instant 
nnessaging services by the user; 

adding the user to a buddy list of the message notification application, wherein 
the buddy list is associated with the one instant messaging service; 

sending an instant message notification to the user from the message notification 
application via the one instant messaging service when a message arrives on the server 
for the user; and 

allowing the user access to a server by one of using an internet appliance and 
using a telephone. 

In an analogous art in the networking field, Goldfinger discloses adding the user 
to a buddy list of the message notification application, wherein the buddy list is 
associated with the one instant messaging service (Goldfinger, col. 6, lines 3-35, 
Goldfinger teaches a server containing a list of connected users which updates the lists 
of sought users predefined by users connected to the system); 

sending an instant message notification to the user from the message notification 
application via the one instant messaging service when a message arrives on the server 
for the user (Goldfinger, col. 6, lines 35-50, Goldfinger teaches a server sending a 
message to a user when it arrives from another user); and 

allowing the user access to a server by one of using an internet appliance and 
using a telephone(Goldfinger, col. 5, lines 24-30). 

Goldfinger also teaches users having a list of sought users (col. 6, lines 3-15). 
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Therefore, it would have been obvious to one in the ordinary skill in the art at the 
time of the invention to combine the system for notification and retrieval of electronically 
stored messages as disclosed by Cloutier, with the communication system using an 
instant messaging service as disclosed by Goldfinger to provide notification from the 
message notification application via an instant messaging sen/ice to the message 
recipient when a message arrives on the sender for the user for the benefit of providing 
instant or direct notification to the user upon the receipt of a message (Cloutier, col. 1 , 
lines 45-47). 



16. Applicant's argument include, the failure of the previously applied art to expressly 
disclose, "a server that receives a message intended for a user, and then stores the 
message for retrieval by the user, and sending an instant messaging notification from a 
message notification application to a user via an instant messaging service currently 
being accessed by the user." [see Applicants response. Paper #7, pages 9 and 10], It 
is evident from the detailed mappings found in the above rejection that the prior art of 
record, clearly disclose this functionality. Further, it is clear from the numerous 
teachings (previously and currently cited) that the provision for receiving a message, 
storing the message at the server, and sending an instant message to the recipient 
through an instant messaging service is clearly taught. Thus, Applicant's arguments 
drawn toward distinction of the claimed invention and the prior art teachings on this 
point are not persuasive. It is also clear to the Examiner that the combination of 
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Cloutier and Goldfinger clearly teach the independent claims of Applicant's claimed 
invention. 

Conclusion 

THIS ACTION IS MADE FINAL Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to J. Bret Dennison whose telephone number is (703) 305- 
8756. The examiner can normally be reached on M-F 8:30am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David A Wiley can be reached on (703) 308-5221 . The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomnation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

J.B.D 

Patent Examiner 
Art Unit 2143 
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